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earned patent term adjustment. See 37 CFR 1 704(b). 
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2a)Q This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 50-53, 58 and 59 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Chishti et al (647151 1) in view of Chishti et al (5975893). Chishti 

(51 1) shows modeling a first position, column 5, lines 13-15, modeling a desired second 

position, column 5, line 23 and performing a finite element analysis there between, 

column 5, lines 19-25. Chishti (511) shows using intermediate positions, and therefore, 

does not show using only the original and final positions. Chishti (893) teaches that one 

or more of the intermediate appliances can be skipped, column 5, lines 1-7. It would be 

obvious to one of ordinary skill in the art to modify Chishti (51 1 ) to skip intermediate 

positions as shown by Chishti (893) in order to reduce costs. To not include any 

intermediate steps is an obvious matter of choice in the number of intermediate steps 

that are skipped to the skilled artisan. Further, the present disclosure teaches using 

intermediate steps, therefore, there is no criticality to only using the original and final 

positions. As to claim 51 , to calculate from final to original positions is merely an 

obvious matter of choice in the starting point of known calculations to the skilled artisan. 

As to claim 52, see the use of appliances at column 2, lines 12-15 and column 5, line 

17. As to claim 58, Chishti (51 1) teaches using materials and tissue. The specific 


Application/Control Number: 10/777,840 Page 3 

Art Unit: 3732 

tissue used is an obvious matter of choice in using known parameters that affect the 
forces on teeth. As to claim 59, Chishti (51 1) shows using a display, however, does not 
specifically state the information that is displayed. The specific information displayed is 
an obvious matter of choice in the information that it is desired to communicate. 

Claims 54-57 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chishti et al (647151 1) in view of Chishti et al (5975893) as applied to claim 50 above, 
and further in view of Chishti et al (2001/0002310). The above combination shows the 
steps as described above, however, does not show the use of vectors. Chishti (310) 
teaches using vectors, see paragraphs 162-165. It would be obvious to one of ordinary 
skill in the art to modify the above combination to include the use of vectors as shown 
by Chishti (310) in order to use known analysis techniques to obtain the desired results. 

Claims 60, 61 and 66-69 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chishti et al (647151 1). Chishti (51 1) shows modeling a first 
position, column 5, lines 13-15, modeling a desired second position, column 5, line 23 
and performing a finite element analysis there between, column 5, lines 19-25. Chishti 
does not state using contact pairs during finite element analysis. It is well known that 
forces are applied directly through contact points, therefore, any teaching of evaluating 
forces on teeth inherently suggests considering the areas where the forces are to be 
transferred, and as such, would be obvious to one of ordinary skill in the art. As to claim 
61 , to calculate from final to original positions is merely an obvious matter of choice in 
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the starting point of known calculations to the skilled artisan. As to claim 68, Chishti 
(51 1) teaches using materials and tissue. The specific tissue used is an obvious matter 
of choice in using known parameters that affect the forces on teeth. As to claim 69, 
Chishti (51 1) shows using a display, however, does not specifically state the information 
that is displayed. The specific information displayed is an obvious matter of choice in 
the information that it is desired to communicate. 

Claims 62-65 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chishti et al (647151 1) as applied to claim 60 above, and further in view of Chishti et al 
(2001/0002310). Chishti (51 1) shows the steps as described above, however, does not 
show the use of vectors. Chishti (310) teaches using vectors, see paragraphs 162-165. 
It would be obvious to one of ordinary skill in the art to modify Chishti (51 1) to include 
the use of vectors as shown by Chishti (310) in order to use known analysis techniques 
to obtain the desired results. Chishti (51 1) shows using intermediate positions, and 
therefore, does not show using only the original and final positions. Chishti (893) 
teaches that one or more of the intermediate appliances can be skipped, column 5, lines 
1-7. It would be obvious to one of ordinary skill in the art to modify Chishti (51 1) to skip 
intermediate positions as shown by Chishti (893) in order to reduce costs. To not 
include any intermediate steps is an obvious matter of choice in the number of 
intermediate steps that are skipped to the skilled artisan. Further, the present 
disclosure teaches using intermediate steps, therefore, there is no criticality to only 
using the original and final positions. As to claim 65, to calculate from final to original 
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positions is merely an obvious matter of choice in the starting point of known 
calculations to the skilled artisan. 

Claims 70-102 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chishti et al (647151 1) in view of Chishti et al (2001/0002310). Chishti (51 1) shows 
modeling a first position, column 5, lines 13-15, modeling a desired second position, 
column 5, line 23 and performing a finite element analysis there between, column 5, 
lines 19-25. Chishti (51 1) does not show choosing from existing appliances. Chishti 
(310) teaches selecting from a library of attachments, paragraph [0141]. It would be 
obvious to one of ordinary skill in the art to modify Chishti (51 1) to include selected from 
stored appliances as shown by Chishti (310) in order to better select the desired 
appliances to apply the desired forces. Chishti (51 1) shows using a display, however, 
does not specifically state the elements displayed. The specific information displayed is 
an obvious matter of choice in the information that it is desired to communicate. To not 
choose appliances that have an undesired effect is an obvious matter of choice in the 
selection of the appliances to obtain the desired results. To use stresses and strains in 
a finite element calculation is well known and would be obvious to one of ordinary skill in 
the art. As to claims 74 and 85, to calculate from final to original or second to original 
positions is merely an obvious matter of choice in the starting point of known 
calculations to the skilled artisan. As to claim 75, the specific order of evaluating the 
forces on the different elements is an obvious matter of choice in the order of known 
steps to one of ordinary skill in the art. 
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Terminal Disclaimer 

The terminal disclaimer filed on August 28, 2006 disclaiming the terminal portion 
of any patent granted on this application which would extend beyond the expiration date 
of Patent No. 6,739,870 has been reviewed and is accepted. The terminal disclaimer 
has been recorded. 

Response to Arguments 

Applicant's arguments filed August 28, 2006 have been fully considered but they 
are not persuasive. Chishti (893) does not teach eliminating all intermediate steps, 
however, the reference does teach that one of ordinary skill in the art can choose to 
eliminate intermediate steps depending on the patient, and thus teaches, as is well 
known in the orthodontic art, that the practitioner chooses the number of steps needed 
to move the teeth to the desired location in view of the patient's situation. Combining 
this art known level of skill with Chishti (51 1 ) is proper and obvious. The examiner's 
assertion that using one step, that is only form the original to final positions, would be an 
obvious matter of choice in view of the above teaching addressed the specific claim 
language and is proper. The use of the reference to Murakami has been dropped as 
not being needed because it is so obvious when analyzing forces applied to teeth that 
the points of contact between the appliances and/or teeth must be considered. With 
respect to the rejections under Chishti (51 1) in view of Chishti (310), Chishti (51 1) 
teaches analyzing appliances to determine the best to use to obtain the desired results 
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including trying a different appliance if needed. Chishti (310) is also directed to 
analyzing the effect of appliances on teeth and suggests selecting virtual appliances 
stored in a library of virtual appliances. To use stored virtual appliances instead of 
calculating a new appliance would be obvious in view of the Chishti (310) teaching. 
Chishti (51 1) teaches that the appliances used can be brackets or polymeric shells, 
column 2, lines 10-15, and as such, the teaching of virtual attachments such as 
brackets in Chishti (310) properly suggests the modification to Chishti (511) appliances. 
Using brackets is sets is well known in the art. Organizing these sets into subsets is 
merely a matter of choice in grouping known elements to the skilled artisan. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Wilson whose telephone number is 571-272- 
4722). The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cris Rodriguez, can be reached at 571-272-4964. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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